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after SIX (6) MONTHS from the mailing date of this communication. 

• If NO period for reply is specified above, the maximum statutory period v\^ll apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 14 November 2003 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) G Since this application Is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-28 is/are pending in the application. 
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Application Papers 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1-3, 6-15, 17, 19-21, 23-25, and 27-28 are rejected under 35 
U.S.C. 102(b) as being anticipated by Bolden (6,090,086). 

Bolden discloses a system for delivering a drop of liquid to an eye, as shown in 
figure IB, comprising a receiver 14 connected to a transfer portion 30. The transfer 
portion 30 includes a capillary tube, as shown in figure 3, having a lower discharge 
outlet 32. A lid retractor 24 is adjacent the discharge outlet 32, and when pressed 
against the lower lid of the user, forms a cul-de-sac to receive the drop of liquid, as 
shown in figure IB. 

With respect to claim 2, the receiver 14 has a funnel shape and receives liquid 
from a container 19, as shown in figure 3. 

With respect to claim 3, the capillary tube has a smooth inner surface, as shown 
in figure 3. 

With respect to claim 6, the lid retractor 24 comprises a pad, as disclosed in 
column 4, lines 53-54, which is a soft substance. 
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With respect to claims 7 and 8, the receiver, transfer portion, and lid retractor are 
made of plastic, as shown in figure 3. 

With respect to claim 9, the receiver 14 has an upper end portion formed as a 
flexible bulb 19, as shown in figure 3. 

With respect to claim 10, the device is designed to be used with one hand, as 
disclosed in column 2, lines 50-53, and therefore is able to be engaged by the thumb 
and middle finger of one hand. 

With respect to claims 11-14, two rods 20 and 46 extend from opposite sides of 
the capillary tube, as shown in figure 7, and are fully capable of being engaged by the 
thumb and middle finger. 

With respect to claim 15, the end portion 32 has a conical shape, as shown in 
figure 3. 

With respect to claim 17, teeth 15 are dimensioned to grip a tip of a container 12 
of liquid, as shown in figure 3. 

With respect to claim 19, the device is hand engageable and comprises a liquid 
flow means 30 for transporting liquid, as shown in figure IB. 

With respect to claim 20, the liquid flow means 30 comprises a capillary tube, as 
shown in figure 3. 

With respect to claim 21 , the device further comprises a receiver 14, as shown in 
figure 3. 

With respect to claim 23, the apparatus comprises a manually held instrument 
12, as shown in figure IB, comprising a lid retractor 24 and a liquid conveyor 30. 
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With respect to claim 24, the liquid conveyor 30 comprises a capillary tube, as 
shown in figure 3. 

With respect to claim 25, the device further comprises a receiver 14, as shown in 
figure 3. 

With respect to claim 27, the method of depositing a drop of liquid into the eye of 
a subject comprising providing an instrument, pressing the instrument against the lower 
lid, and advancing a drop of liquid in the instrument to a discharge end, is disclosed in 
column 3, lines 10-30. 

With respect to claim 28, the instrument 10 is first pressed against the lower lid 6 
before a drop 5 of liquid is advanced to the discharge end and dropped into the cul-de- 
sac between lower lid 6 and eye 2, as shown In figure IB. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the Invention was made. 

Claims 4, 11, 22, and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bolden (6,090,086) in view of Hanley (6,869,421). 

Bolden discloses all aspects of the claimed invention with the exception of a one- 
way valve. Hanley teaches the use of a one-way valve In a system for delivering a drop 
of liquid to an eye wherein the one-way valve is positioned between a receiver 
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containing liquid and a capillary tube for dispensing a drop of liquid, as shown in figures 
1 A and 1 B. The one-way valve prevents liquid from retuming to the receiver from the 
capillary tube, as disclosed in column 5, lines 35-45. It would therefore be obvious to 
one of ordinary skill in the art at the time of invention to provide the eye drop system of 
Bolden with a one-way valve, as taught by Hanley, to prevent liquid from retuming to the 
receiver from the capillary tube. 

Claims 5 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bolden (6,090,086) in view of Hagele (6,041,978). 

With respect to claim 5, Bolden discloses all aspects of the claimed invention 
with the exception of the lower end portion of the capillary tube being bent at an angle. 
Hagele teaches the use of the capillary tube to transport a drop of liquid from a 
container to a patient's eye, as shown in figure 1 . The capillary tube 1 30 is bent, as 
shown in figure 2. Bending the capillary tube allows the device to be used without 
having to tilt the patient's head, as disclosed in column 3, lines 11-13. It would therefore 
be obvious to one of ordinary skill in the art at the time of invention to provide the 
capillary tube of Bolden with a bend, as taught by Hagele, to allow the device to be used 
without having to tilt the patient's head. 

With respect to claim 16, Bolden discloses all aspects of the claimed invention 
with the exception of an extension on the capillary tube to guide the flow of the drop of 
liquid. Hagele teaches the use of the capillary tube to transport a drop of liquid from a 
container to a patient's eye, as shown in figure 1 . The capillary tube 130 comprises at 
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its end an extension 137, as shown in figure 2. The extension provides a place for the 
drop of liquid to form, and increases safety of the device, as disclosed in column 4, lines 
26-34. It would therefore be obvious to one of ordinary skill in the art at the time of 
invention to provide the capillary tube of Bolden with an extension, as taught by Hagele, 
to provide a place for the drop of liquid to form, and increase the safety of the device. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. U.S. Patents 5,133,702; 5,578,020; and 5,848,999 disclose 
systems for retracting an eyelid and administering a drop to the eye. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. Lynne Anderson whose telephone number is (571) 

272- 4932. The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tanya Zaiukaeva can be reached on (571) 272-1 115. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 



Application/Control Number: 10/713,890 



Page 7 



Art Unit: 3761 

Information regarding the status of an application may be obtained from the 
Patent Application Infomnation Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



cla 

December 6, 2005 
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